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THE REPLY FILED 13 January 2009 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1 . £3 The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of this 

application, applicant must timely file one of the following replies: (1 ) an amendment, affidavit, or other evidence, which places the 
application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41 .31 ; or (3) a Request 
for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following time 
periods: 

a) K| The period for reply expires 3_months from the mailing date of the final rejection. 

b) CD The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN TWO 

MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1 .136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee 
under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as 
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, 
may reduce any earned patent term adjustment. See 37 CFR 1 .704(b). 
NOTICE OF APPEAL 

2. □ The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41 .37 must be filed within two months of the date of 

filing the Notice of Appeal (37 CFR 41 .37(a)), or any extension thereof (37 CFR 41 .37(e)), to avoid dismissal of the appeal. Since a 
Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 
AMENDMENTS 

3. □ The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a)HH They raise new issues that would require further consideration and/or search (see NOTE below); 
{b)\Z\ They raise the issue of new matter (see NOTE below); 

(c) □ They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) Q They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . (See 37 CFR 1.1 16 and 41.33(a)). 

4. □ The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. n Applicant's reply has overcome the following rejection(s): . 

6. □ Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the 

non-allowable claim(s). 

7. □ For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) □ will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: . 

Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE 

8. £3 The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and 
was not earlier presented. See 37 CFR 1.116(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41 .33(d)(1 ). 

1 0. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

11. □ The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

12. □ Note the attached Information Disclosure Statements). (PTO/SB/08) Paper No(s). 

13. ^ Other: See Continuation Sheet . 

/Mark Connolly/ 

Primary Examiner, Art Unit 2115 
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Continuation of 13. Other: The declaration filed on 1/13/09 under 37 CFR 1.131 has been considered but has been deemed ineffective for 
the following reasons: 

1) According to MPEP 715.04: 

The following parties may make an affidavit or declaration under 37 CFR 1.131: 

(A) ALL THE INVENTORS OF THE SUBJECT MATTER CLAIMED. 

(B) An affidavit or declaration by less than all named inventors of an application is accepted where it is shown that less than all named 
inventors of an application invented the subject matter of the claim or claims under rejection. For example, one of two joint inventors is 
accepted where it is shown that one of the joint inventors is the sole inventor of the claim or claims under rejection. 

(C) If a petition under 37 CFR 1 .47 was granted or the application was accepted under 37 CFR 1 .42 or 1 .43, the affidavit or declaration 
may be signed by the 37 CFR 1 .47 applicant or the legal representative, where appropriate. 

(D) THE ASSIGNEE OR OTHER PARTY IN INTEREST WHEN IT IS NOT POSSIBLE TO PRODUCE THE AFFIDAVIT OR 
DECLARATION OF THE INVNETOR. Ex parte Foster, 1903 CD. 213, 105 O.G. 261 (Comm'r Pat. 1903). 

Affidavits or declarations to overcome a rejection of a claim or claims must be made by the inventor or inventors of the subject matter of the 
rejected claim(s), a party qualified under 37 CFR 1.42, 1.43, or 1.47, or the assignee or other party in interest when it is not possible to 
produce the affidavit or declaration of the inventor(s). Thus, where all of the named inventors of a pending application are not inventors of 
every claim of the application, any affidavit under 37 CFR 1.131 could be signed by only the inventor(s) of the subject matter of the rejected 
claims. 

> Where one or more of the named inventors of the subject matter of the rejected claim(s) (who had originally signed the oath or declaration 
for patent application under 37 CFR 1.63) is now unavailable to sign an affidavit or declaration under 37 CFR 1.131, the affidavit or 
declaration under 37 CFR 1.131 may be signed by the remaining joint inventors provided a petition under 37 CFR 1.183 requesting waiver 
of the signature of the unavailable inventor be submitted with the affidavit or declaration under 37 CFR 1.131. Proof that the non-signing 
inventor is unavailable or cannot be found similar to the proof required for a petition under 37 CFR 1 .47 must be submitted with the petition 
under 37 CFR 1.183 (see MPEP § 409.03(d)). Petitions under 37 CFR 1.183 are decided by the Office of Petitions (see MPEP § 
1002.02(b)).< 

2) With regards to priority documents PCT/JP04/15616 and PCT/JP03/1 3446 (not translated in English), according to MPEP 715.07: 
Conception is the mental part of the inventive act, but it MUST BE CAPABLE OF PROOF, as by drawings, COMPLETE DISCLOSURE TO 
ANOTHER PERSON, etc. In Mergenthaler v. Scudder, 1897 CD. 724, 81 O.G. 1417 (D.C. Cir. 1897), it was established that conception is 
more than a mere vague idea of how to solve a problem; the means themselves and their interaction must be comprehended also. 

3) According to MPEP 71 5.07(a): 

Where conception occurs prior to the date of the reference, but reduction to practice is afterward, IT IS NOT ENOUGH MERELY TO 
ALLEGE THAT APPLICANT OR PATENT OWNER HAD BEEN DILIGENT. Ex parte Hunter, 1889 CD. 218, 49 O.G. 733 (Comm'r Pat. 
1889). Rather, APPLICANT MUST SHOW EVIDENCE OF FACTS ESTABLISHING DILIGENCE. 

In determining the sufficiency of a 37 CFR 1.131 affidavit or declaration, diligence need not be considered unless conception of the 
invention prior to the effective date is clearly established, since diligence comes into question only after prior conception is established. Ex 
parte Kantor, 177 USPQ 455 (Bd. App. 1958). 

What is meant by diligence is brought out in Christie v. Seybold, 1893 CD. 515, 64 O.G. 1650 (6th Cir. 1893). In patent law, an inventor is 
either diligent at a given time or he is not diligent; there are no degrees of diligence. An applicant may be diligent within the meaning of the 
patent law when he or she is doing nothing, if his or her lack of activity is excused. Note, however, that THE RECORD MUST SET FORTH 
AN EXPLANATION OR EXCUSE FOR THE INACTIVITY; the USPTO or courts will not speculate on possible explanations for delay or 
inactivity. See In re Nelson, 420 F.2d 1079, 164 USPQ 458 (CCPA 1970). Diligence must be judged on the basis of the particular facts in 
each case. See MPEP § 2138.06 for a detailed discussion of the diligence requirement for proving prior invention. 

Under 37 CFR 1.131, THE CRITIICAL PERIOD IN WHICH DILIGENCE MUST BE SHOWN BEGINS JUST PRIOR TO THE EFFECTIVE 
DATE OF THE REFERENCE OR ACTIVITY AND ENDS WITH THE DATE OF A REDUCTION TO PRACTICE, either actual or 
constructive (i.e., filing a United States patent application). Note, therefore, that only diligence before reduction to practice is a material 
consideration. The "lapse of time between the completion or reduction to practice of an invention and the filing of an application thereon" is 
not relevant to an affidavit or declaration under 37 CFR 1.131. See Ex parte Merz, 75 USPQ 296 (Bd. App. 1947). 

The rejections for claims 1-13 have been respectfully maintained and therefore the application is NOT in condition for allowance. 
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